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DETAILED ACTION 

1 . This Office Action follows a response filed on February 25, 2009. No claims have 
been amended, cancelled or added. 

2. Based upon the decision on appeal made by the Board of Patent Appeals and 
Interferences dated on February 25, 2005, the rejection of claims 1-5 and 8-10 under 35 
U.S.C. § 102(b) has been withdrawn, and the prosecution has been opened. 

3. Claims 1-10 are pending. 



Claim Rejections - 35 USC § 103 

4. The text of this section of Title 35 U.S.C. not included in this action can be found 
in a prior Office Action. 

5. Claims 1 -1 0 are rejected under 35 U.S.C. § 1 03(a) as being unpatentable as 
obvious over Tsubakimoto et al. (U.S. Patent 4,286,082). 

With regard to the limitations of claims 1-4 and 8-9, Tsubakimoto discloses an 
absorbent resin composition obtained by copolymerizing in an aqueous solution a 
mixture of 100 parts by weight of an acrylate salt monomer (B) composed of 0 to 50 mol 
% of acrylic acid and 50 to 100 mol % of an alkali metal acrylate and 0.001 to 5 part by 
weight of a crosslinkable monomer (C) having 2 to 4 groups selected from the group 
consisting of CH 2 =CHCO-, CH 2 =C(CH 3 )CO- and CH 2 =CH-CH 2 -- in the molecule in 
the presence of at least one surface-active agent (A) (abstract). 

Tsubakimoto discloses that the acrylate salt monomer (B) is composed of 0 to 
50 mol % of acrylic acid and 50 to 100 mol % of an alkali metal acrylate. If the 
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proportion of the alkali metal acrylate is less than 50 mol %, the resulting gel-like 
hydrous polymer is highly sticky and poorly releasable from the polymerization vessel, 
thus making its handling difficult at the time of cutting or shaping by an extruder, for 
example. That's why in the acrylate salt monomer (B) the proportion of the alkali metal 
acrylate may be 100 mol % (col. 3, lines 20-30). If desired, part of the acrylic acid may 
be replaced with other water-soluble polymerizable carboxylic acid such as methacrylic 
acid (col. 3, lines 43-45). 

Tsubakimoto discloses that examples of the alkali metal are those widely used, 
such as lithium, sodium or potassium. Sodium, in particular, is preferred in safety, in 
view of the fact that sodium polyacrylate is accepted as a food additive in Japan (col. 
3, lines 46-50). 

With regard to the limitations of claim 1 , Tsubakimoto does not disclose that the 
alkali metal acrylate other than that formed by neutralizing acrylic acid to raise the 
proportion of alkali metal acrylate to 100% is formed in that manner. 

However, because Tsubakimoto does not limit the form in which the sodium 
acrylate originates, Tsubakimoto would have led one of ordinary skill in the art, through 
no more than ordinary creativity, to use sodium acrylate in any form known to be 
suitable for forming the aqueous sodium acrylate solution. See KSR Int'l. Co. v. Teleflex 
Inc., 127 S. Ct. 1727, 1741 (2007) (In making an obviousness determination one "can 
take account of the inferences and creative steps that a person of ordinary skill in the art 
would employ"). One such form is solid sodium acrylate which, the Appellants 
acknowledge, was described in the literature and is very readily soluble in water (Spec. 
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2:14- 15, 40). Hence, the use of solid sodium acrylate as the source of the sodium 
acrylate in Tsubakimoto's process would have been prima facie obvious to one of 
ordinary skill in the art (see the decision of the Board of Patent Appeals (page 8, 1 st 
paragraph). 

With regard to limitation of instant claim 5, Tsubakimoto discloses that the 
crosslinkable monomer (C) is having in one molecule 2 to 4 groups selected from the 
group consisting of CH 2 =CHCO-, CH 2 =C(CH 3 )CO— and CH 2 -CH-CH 2 — . Preferred as 
such crosslinkable monomer (C) is at least one member selected from the group 
consisting of diacrylates and dimethacrylates of ethylene glycol, triacrylates and 
tridimethacrylates of trimethylolpropane, etc. Of these compounds, N,N'- 
methylenebisacrylamide or trimethylolpropane triacrylate is particularly preferred 
(col. 3, lines 51-66). The amount of the crosslinkable monomer (C) is 0.001 to 5 parts 
by weight per 100 parts by weight of the acrylate salt monomer (B). 

With regard to limitation of instant claims 6 and 7, Tsubakimoto does not disclose 
that aqueous monomer solution is prepared using solid .anhydrous sodium acrylate and 
solid sodium acrylate has water content from 0.1% to 10% by weight. Claims 6 and 7 
are drawn to the process although they contain the limitations of the product made by a 
specific process. Therefore, thus part is directed to a product by process, and it is 
believed that the product, i.e. sodium acrylate of Tsubakimoto is substantially the same 
as the sodium acrylate recited in claims 6 and 7, even though obtained by a different 
process, consult In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 
1985). 
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With regard to limitation of instant claim 10, Tsubakimoto discloses that in 
Example 3 the absorbent resin composition was prepared by the same procedure as in 
Example 1 (where sodium acrylate was used) except that an acrylate salt monomer 
(B) consisting of potassium acrylate was used (col. 8, lines 51-54 and Table 1, col. 1 1 
and 12). 

The initiator used in the aqueous-solution polymerization may be an ordinary 
water-soluble radical polymerization initiator. For example, ammonium, persulfate, 
potassium persulfate, and hydrogen persulfate can be cited. There are also usable 
redox type initiators consisting of said initiators combined with reducing agents such as 
sodium hydrogensulfite, L-ascorbic acid or ferrous salts (col. 4, lines 63-68 and col. 5, 
lines 1-2) 

Therefore, it is reasonable to believe that the aqueous' monomer solutions for 
producing a sodium acrylate polymer in view of substantially identical monomer 
(sodium acrylate) and the solvent (water) (compare US'082, page 6, Table and the 
specification, page 12, tables 1 and 2) being used by both Tsubakimoto and the 
applicant are substantially identical. Since the USPTO does not have proper equipment 
to do the analytical test, the burden is now shifted to the applicant to prove otherwise. 

Therefore, the instant claims are obvious variants of claims of US Patent 
4,286,082, and one skilled in the art would not be able to practice the invention of the 
instant claims without infringing the invention of US Patent 4,286,082. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL M. BERNSHTEYN whose telephone number 
is (571 )272-241 1 . The examiner can normally be reached on M-Th 8-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael M. Bernshteyn/ 
Examiner, Art Unit 1796 

/M. M. B./ 

Examiner, Art Unit 1796 
/David Wu/ 

Supervisory Patent Examiner, Art Unit 1796 
/Gregory L Mills/ 

Supervisory Patent Examiner, Art Unit 1700 



